REMARKS 

Status of the Claims 

Original Claims 1-10 have been rejected as being drawn to an improper Markush Group. 

Original Claims 1-10 have been rejected under 35 U.S.C. 112, first and second paragraphs. 
Support for the Amendments 

Applicants note that the claims as originally filed, contained two claims numbered 4 and two 
claims numbered 5. The claims and some dependencies have been renumbered. Accordingly, 
there are now 12 claims. 

No new matter has been introduced into this application by reason of any of the 
amendments presented herewith. Basis for the amendment can be found throughout the original 
specification and the Examples. Claims 1-10 will be pending upon entry of this amendment. 

Restriction Requirement 

The Examiner contends that the claims of the present application recite twenty nine 
separate classes of invention. Applicants hereby affirm the provisional election of Group I, directed 
to pyridopyrimidines. made with traverse on July 23, 2004, drawn to compounds, compositions and 
uses reading on claims 1-12 and 14-34. 

The restriction requirement as set forth in the May 21 , 2004, Office Action is traversed for 

* 

the following reason. The compositions described by the Markush structure of original Claim 1 are 
substantially structurally similar, even demonstrating subclass overlap, and should not require 
multiple independent searches. For this reason, Applicants assert that examination of the entire 
application would not pose a serious burden. MPEP §803.01 addresses this situation as follows: 

[l]f the search and examination of an entire application can be made 
without serious burden, the examiner must examine it on the merits, even 
though it includes claims to independent or distinct inventions. , 

Thus, Applicants request withdrawal of the restriction requirement. 

However, having elected the compositions of Group I, Applicants have amended claims 1 

and 5, as suggested by the Examiner, to comply with the restriction requirement by requiring (1) 

that X and Y are N, (2) exactly one of A, B, D, and E is N, (3) deleting the E-R 10 combined option 

and (4) deleting the one non-pyridopyrimidine compound from claim 5. Accordingly, Applicants 

believe the rejection of claims 1-10 for an "improper Markush Group" is now moot. 

Rejections under Section 112, first paragraph 

The Examiner rejected claims 1-10 (now claims 1-12) under 35 U.S.C. 112, first paragraph 
for being indefinite for the use of F as a variable in the claims, not appropriately defining the 
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valence of "N" in variable G; the scope of the term "substituted alkyl", the scope of R 2 , and the 
nature of the possible ring formed from R 4 and R 5 . Applicants appreciate the Examiner's careful 
review of the specification and respectfully amend-in-part and traverse-in-part. 

Applicants have clarified the definition of variable Z in both the claims and the specification, 
including replacing the variable F with variables T 1 and T 2 , and replacing "N" in variable G with the 
intended "NIT designation. Applicants have also added the term "alkyl" to the G Markush group, in 
order to appropriately include the intended pyridopyrimidine compounds of original claim 4. 

Applicants believe the term "substituted alkyl" is well defined in the specification and easily 
understand by one of skill in the art, especially in view of the list of substituents found in the on 
page 15, lines 1-7. However, as the Examiner observes, the group CF 3 is redundant in view of the 
term "substituted alkyl". Accordingly, while Applicants have deleted CF 3 from the R 1 Markush 
group, it should be understood that CF 3 is still a member of the R 1 Markush group by virtue of being 
included under the term "substituted alkyl". 

The typographical error in the definition of the variable R 2 ("heterocyclyl") has been 
corrected to specify the intended "heterocycloalkyl" group. Also, Applicants have more specifically 
clarified the nature of the ring formed from the combination of R 4 and R 5 to be a heterocycloalkyl. 
Applicants assert that the term "heterocycloalkyl" is well-defined in the specification, page 18, line 
25 through page 20, line 25, and includes the size, number of rings and heteroatoms intended. 
Accordingly, one of skill in the art should understand what is intended by the term 
"heterocycloalkyl". 

Applicants believe all rejections under 35 U.S.C. 112, first paragraph have been addressed 
and request withdrawal of the indefiniteness rejections of claims 1-10 (now claims 1-12). 

Rejections under Section 112, second paragraph 

The Examiner has also rejected the claims under 35 U.S.C. 112, second paragraph for lack 
of enablement, via a "Wands" factor analysis, contending that the scope of claimed compounds and 
diseases is too broad for enablement, that the amount of direction provided is useless as it is 
"completely generic", that there is no biological data presented for any specific compound, that skill 
in the art is low. The Examiner has acknowledged that the state of the prior art does not include the 
use of Applicants respectfully traverse. 

As amended, the claims are now directed to a narrower scope of compounds. In addition, 
the original second claim 5 (now claim 7) has been canceled, thereby reducing the claimed scope 
of treatment of diseases to asthma, rheumatoid arthritis, psoriasis, solid organ transplant rejection, 
and COPD. Moreover, the term "prevention" has been removed from all claims except the claim for 
treating solid organ transplant rejection. 
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Also, contrary to the Examiner's assertion, the instant inventive compounds have 
demonstrated biological activity as chemokine receptor antagonists. As stated in the specification, 
page 48, u [t]he biological activity of the compounds of the invention has been measured using the 
CEM binding assay [described in the specification, page 46 - 48]. The range of activity measured 
was "5 nm to 100 uM." The CEM binding assay utilizes a native cell line which naturally expresses 



The background of the instant specification describes the mechanistic activity of chemokine 
receptors, and what was known by one of skill in the art at the time of the present invention about 
the ability of chemokine antagonists to modulate the immune system. Accordingly, there is plenty 
of guidance in the specification in combination with what is known in the art to enable one of skill to 
use the compounds of the present invention art to treat asthma, rheumatoid arthritis, psoriasis, solid 
organ transplant rejection and COPD without undue experimentation. Applicants request 
withdrawal of the enablement rejection of the claims. 



The Applicants believe the claims are now in condition for allowance. The Examiner is 
invited to contact the undersigned by telephone, at the number listed below, if it is believed that a 
telephonic communication would facilitate the prosecution of this application. 



No additional fees should be due, aside from the fee due for the one-month extension of 
time. However, if it is determined that an additional fee is due, please charge same to Deposit 
Account No. 19-3880 in the name of Bristol-Myers Squibb Company. 



CCR4. 



Summary 



Fees 



Respectfully submitted, 



Bristol-Myers Squibb Company 

Patent Department 

P.O. Box 4000 

Princeton, NJ 08543-4000 

609-252-5323 




Attorney for Applicants 
Reg. No. 44,096 



Date: December 27, 2004 
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